Appl. No. 10/685,654 Attorney Docket : 42390.P17014 



Reply to Office action of 3/27/06 



REMARKS and ARGUMENTS 

Claims 1-53 were presented for examination. Claim 22 has been objected to as being 
duplicative of Claim 21. Claim 22 has been canceled and Claim 23 has been amended 
accordingly. 

Claims 1-6, 19-22, 24-26, 28, 30-40, and 53 stand rejected under 35 U.S.C. § 102(b). 
Claims 1,19 and 24 have been amended. 

Claims 7-15, 27, 33, and 41-49 as well as claims 16-18, 23, 29, and 50-52 stand rejected 
under 35 U.S.C. § 103(a). Claim 23 has been amended. 

Objections to the Specification 

The Office Action objects to the title as not being descriptive and suggests an alternative 
title. However, Applicants object that the suggested title itself is not descriptive. Thus, 
Applicants have adopted a modified version of the title suggested by the Examiner. The 
Applicants must point out that the resultant micro-operations are not necessarily predicated. 
(See, e.g., micro-ops 502, 503, 504 of Fig. 5, where the "predication support" micro-ops 502 and 
504 are not predicated). Also, the Applicants used the term "instruction" rather than "macro- 
instruction" to describe the original instruction in the Specification, and would prefer to utilize 
the same language in the title. Accordingly, the title has been amended from its original form to 
"Micro-Operation Generator for Deriving a Plurality of Single-Destination Micro-Operations 
from a Given Predicated Instruction". 
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Various other amendments to the Specification have been made in order to correct 
typographical errors. 

Claim Rejections -35 USC 8 102(b) 

The Office Action has rejected Claims 1-6, 19-22, 24-26, 28, 30-40 and 53 under 35 
U.S.C. § 102(b) as being anticipated by U.S. Pat. No. 6,170,052 to Morrison (referred to 
hereinafter as "Morrison"). However, the Office Action has failed to make a prima facie case of 
anticipation for the claims, and such rejections should be withdrawn. 

"[F]or anticipation under 35 U.S.C. 102, the reference must teach every aspect of the 
claimed invention ..." MPEP 706.02 (emphasis added). "The identical invention must be shown 
in as complete detail as contained in the ... claim." Richardson v., Suzuki Motor Co., 868 F. 2d 
1226, 1236, 9 USPQ2d 1913, 1920 (Fed. Cir. 1989) (emphasis added). Morrison simply fails to 
disclose every aspect of the claimed invention. The Examiner has therefore failed to meet his 
burden of making a prima facie case of anticipation. 

Morrison relates to a system, apparatus and method for renaming registers. The Morrison 
renamer renames a first destination register for a first conditional micro-op with a physical 
register and also renames a destination register of a second conditional micro-op with the same 
physical register. Restated, the Morrison renamer "rename[s] the destination registers of two 
conditional micro-ops with a single physical register in response to the two the two conditional 
micro-ops having the same destination register and belonging to a single predicated sequence." 
Morrison, Abstract (emphasis added). 

Claim 1 . Claim 1 is not anticipated by Morrison. For example, Claim 1 recites, in part, 
"the micro-operation generator further to decompose the instruction into the plurality of micro- 
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operations such that each of the micro-operations indicates a single destination registe r that is 
distinct from the destination registers indicated by the other micro-operations /' (Claim 1 as 
amended, in part). Morrison does not teach, suggest or disclose the quoted limitations of Claim 
1 as amended. For at least the foregoing reasons, a prima facie case of anticipation has not been 
made with respect to amended Claim 1. Claim 1 is therefore allowable and the rejection must be 
withdrawn based on failure to make a prima facie case of anticipation. In addition, Claims 2-18, 
which depend from Claim 1, are also allowable. 

Claim 19. Morrison fails to disclose, teach or suggest all the claim limitations of Claim 
19. For example, amended Claim 19 recites, in part, "wherein each of the micro-operations 
indicates a single distinct destination operand." (Claim 19, in part). Such limitation is not 
disclosed, taught, or suggested by Morrison. A prima facie showing of anticipation regarding 
amended Claim 19 thus has not been made out. Claim 19 is therefore allowable as amended for 
at least the foregoing reasons. Claims 20, 32 and 23, which depend from Claim 19, are also 
allowable for at least these reasons. 

Claim 24 . Morrison fails to disclose, teach or suggest all the claim limitations of Claim 
24. For example, amended Claim 24 recites, in part, "wherein each of the standard micro- 
operations indicates a single destination register that is distinct from the destination registers 
indicated in of the other standard micro-operations ." (amended Claim 24, in part). Such 
limitation is not disclosed, taught, or suggested by Morrison. A prima facie showing of 
anticipation regarding amended Claim 24 thus has not been made out. Claim 24 is therefore 
allowable as amended for at least the foregoing reasons. Claims 25-29, which depend from 
Claim 24, are also allowable for at least these reasons. 
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Claim 30 . Morrison fails to disclose, teach or suggest all the claim limitations of Claim 
30. For example, amended Claim 30 recites, in part, "a micro-operation generator to receive a 
predicated instruction, the predicated instruction being one of a plurality of instructions, the 
plurality including arithmetic instructions and memory instructions." (Claim 30, in part, 
emphasis added). Such limitation is not disclosed, taught, or suggested by Morrison. 

The Examiner claims that this limitation is inherent in the teaching of the Morrison. 
However, Applicants disagree. The requirement for a prima facie case of obviousness is that 
"The identical invention must be shown in as complete detail as contained in the ... claim'' 
Richardson v., Suzuki Motor Co., 868 F. 2d 1226, 1236, 9 USPQ2d 1913, 1920 (Fed. Cir. 1989) 
(emphasis added). Morrison simply fails to show the distinct memory and arithmetic instructions 
as recited in Claim 30. 

The Examiner further claims that the use of a memory is shown at Col. 5, lines 17-19. 
This "use of a memory" from which instructions are fetched ("a fetcher sequentially retrieves 
macro-instructions from a memory and/or caches" - Morrioson, Col. 5, lines 17-18) is not a 
sufficient showing to read on "memory instructions" that would be fetched from the memory and 
received by the micro-operation generator. A prima facie showing of anticipation regarding 
Claim 30 thus has not been made out. Claim 30 is therefore allowable for at least the foregoing 
reasons. Claims 31-53, which depend from Claim 30, are also allowable for at least these 
reasons. 

Claim Rejections -35 USC S 103(a) 

The rejections of independent claims 7-15, 27, 33, 41-49 as well as 16-18, 23, 29 and 50- 
52 cannot stand in light of the amendments and arguments set forth above regarding the 
independent claims on which each of the claims rejected under 35 USC § 103(a) depends. Thus, 
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the rejections of claims -15, 27, 33, 41-49 as well as 16-18, 23, 29 and 50-52 should be 
withdrawn, since the Morrison reference fails to disclose, suggest or teach at least one limitation 
of each of the independent claims. 

Applicants respectfully submit that the applicable rejections have been overcome and 
must all be withdrawn. For at least the foregoing reasons, independent Claims 1, 19, 24 and 30 
are allowable. In addition, all claims that depend from these independent claims are also 
allowable. Applicants reserve all rights with respect to the application of the doctrine 
equivalents. Applicant respectfully requests that a timely Notice of Allowance be issued in this 
case. If the Examiner feels that an interview would help to resolve any remaining issues in the 
case, the Examiner is invited to contact Shireen Bacon of Intel, at (512) 732-3917. 

Please charge any shortages and credit any overcharges to our Deposit Account No. 02- 

2666. 

Respectfully submitted, 

Dated: July 27, 2006 /Shireen Irani Bacon/ 

Shireen Irani Bacon 
Reg. No. 40,494 
Tel.:(512) 732-3917 

12400 Wilshire Boulevard 
Seventh Floor 

Los Angeles, CA 90025-1026 
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